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- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
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Claim Rejections - 35 USC § 101 

1. 35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or 
composition of matter, or any new and useful improvement thereof, may obtain a patent therefor, 
subject to the conditions and requirements of this title. 

2. Claims 1-16 are rejected under 35 U.S.C. 101 because the claimed invention is 
directed to non-statutory subject matter. 

Claims 18 is rejected under 35 USC § 101 because the claimed inventions are directed to 
non-statutory subject matter. Claim 18 is directed to disembodied data structure which are per se 
are not statuatory (In re Warmerdam, No. 93-1294 (Fed. Cir. August 1 1, 1994)). The examiner 
suggests to redraft the claims to include a computer-readable medium so that the claimed 
software in combination with a computer-readable medium will be capable of producing a 
useful, concrete and tangible result. A claim to a computer-readable medium encoded with 
functional descriptive material that can function with a computer to effect a practical application 
that results in a useful, concrete and tangible result (i.e. executing a stock transaction or 
generating an investment portfolio) satisfies section 101. See U.S. Patent 5,710,578 to 
Beauregard et al. 

Claim Rejections - 35 USC § 112 

The following is a quotation of the first paragraph of 35 U.S.C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of making and using it, in such full, clear, 
concise, and exact terms as to enable any person skilled in the art to which it pertains, or with which it is most nearly connected, to make and use 
the same and shall set forth the best mode contemplated by the inventor of carrying out his invention. 
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Claim 1-17 recites a single means (a server coupled to a network). 

Independent claim 1 recites a "network-based" system. However, the only element of the 

system recited is a server coupled to a network. The system does not positively recite the 

network and the user stations as component of the system which renders the system claim as a 
♦ 

single means claim. 

A single means claim, i.e., where a means recitation does not appear in combination with 
another recited element of means, is subject to an undue breadth rejection under 35 U.S.C. 112, 
first paragraph. In re Hyatt, 708 F.2d 712, 714-715, 218 USPQ 195, 197 (Fed. Cir. 1983) (A 
single means claim which covered every conceivable means for achieving the stated purpose was 
held nonenabling for the scope of the claim because the specification disclosed at most only 
those means known to the inventor.). When claims depend on a recited property, a fact situation 
comparable to Hyatt is possible, where the claim covers every conceivable structure (means) for 
achieving the stated property (result) while the specification discloses at most only those known 
to the inventor. 

4. The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and 
distinctly claiming the subject matter which the applicant regards as his invention. 

Claims 1-18 are rejected under 35 U.S.C. 112, second paragraph, as being indefinite for 
failing to particularly point out and distinctly claim the subject matter which applicant regards as 
the invention. 



Application/Control Number: 09/749,605 Page 4 

Art Unit: 3624 

Claim 1 is in improper form for the following reasons: 

The claim is directed to a "network-based system for trading commodities", the only 
element of the system being a server coupled to a network. The system claim is indefinite 
because it fails to recite all requisite elements to form a complete functional system For 
example, the claimed system refers to "said network", "said user stations" without positively 
reciting these elements as part of the system structure. 

Dependent claims 2-9 also inherit this deficiency. 

Similar analysis also renders independent claim 10 and dependent claims 1 1-17 in 
improper form and therefore rendered indefinite. 

Claim Rejections - 35 USC §102 

3. The following is a quotation of the appropriate paragraphs of 35 U.S. C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(a) the invention was known or used by others in this country, or patented or 
described in a printed publication in this or a foreign country, before the 
invention thereof by the applicant for a patent. 

4. Claims 1-6, 8, 9, 10-1 1, 15-18 are rejected under 35 U.S.C. 102(a) as being clearly 
anticipated by Tolz (WO 00/43933 Al). 

Per Claim 1, Tolz discloses a network-based system for trading physical commodities in 
real-time, said system comprising: 
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(a) a server coupled to a network; (web-server running an on-line auction, the web-server 
20 is connected the "public Internet", see Figure 1(a), see also pertinent description on p. 7) 

(b) said network including a plurality of ports for coupling user stations to said network 
for communicating with said server; 

(the network shown in Fig. 1(a) has associated with it a plurality of ports whereby 
user stations 12a-c are communicating to the web-server) 

(c) said server including a component for generating a trading board, said trading board 
comprising posted offers for a physical commodity and said trading board being referenced to a 
trading zone, wherein said trading zone comprises a geographic area having one or more 
suppliers of the physical commodity and one or more potential buyers of said physical 
commodity, and 

said server including a component for sending said trading board to one or more of said 
user stations coupled to said network; 

(refer to detailed flow diagrams presented in Figures 2(a)-(b), 3(a)-(b) and 4 in 
conjunction with detailed description on p. 7-15. Note the trading board is shown in the form of a 
web page on a web browser which facilitate trading of the goods with the suppliers (sellers) who 
have posted offers within a trading zone specified by a potential buyer, see in particular Figure 4) 

(d) said user stations including a display component for displaying said trading boards, 
and further including a component for accepting a posted offer on said trading board and 
communicating said acceptance to said server. 

(refer to Figure 4 which depicts display of trading board for accepting a posted offer) 
Claim 2: The network-based system as claimed in claim 1, wherein said user stations 

include a component for posting bids for the physical commodity on said trading board. 

(Figure 4, and p. 1 1 and 12) 

Claim 3: The network-based system as claimed in claim 2, further including a freight rate 

mechanism, said freight rate mechanism including a component for adjusting a posted offer on a 

delivered basis for buyers, and a component for adjusting the posted bid on a delivered to trading 

zone basis for suppliers, 
(see Figure 3(b) (1), blocks 182-190 as appropriate) 
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Claim 4: The network-based system as claimed in claim 3, wherein said network 
comprises the Internet and World Wide Web. 
(see Figure 1) 

Claim 5: The network-based system as claimed in claim 2, wherein said server includes a 
database for storing information related to said posted offers and said posted bids, and wherein 
said trading board displayed on said user stations includes an update component for accessing 
and receiving said information from 

said database over said network and displaying said information at the user stations. 

(see Figure 1(a) items 18a-c in view of description provided on p. 7 and 8) 

Claim 6: The network-based system as claimed in claim 5, wherein said trading board 
includes a graph component, said graph component including a graphical view selectively 
displayable on said user station, and said graph component including a component for receiving 
current information from said database for updating said graphical view. 

(refer to GUI 21 downloaded to a buyers shown in Figure 4, which is updated by web 
page functions as desired) 

Claim 8: The network-based system as claimed in claim 6, wherein said graphical view 
comprises a graphical mapping of the number of posted offers and posted bids versus price per 
offer and bid. 

(refer to Figure 4, bids information) 

Claim 9: The network-based system as claimed in claim 3, wherein said server includes a 
regional transportation database for storing a plurality of supplier regions, a plurality of buyer 
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regions, and a plurality of said trading zones, and each of said supplier and said buyer regions 
and said trading zones having a 

defined geographic center for use by said freight rate mechanism. 

(see p. 16, currently available shipping information which is based on the buyers and 
sellers and the shippers locations in the region of shipping of goods) 

All limitations of claims 10-11, 15-18 have been analyzed as being anticipated by Tolz 
in view of above analysis of claims 1-6, 8 and 9. 

Claim Rejections - 35 USC § 103 

5. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically 

disclosed or described as set forth in section 102 of this title, if the 
differences between the subject matter sought to be patented and the prior 

art are such that the subject matter as a whole would have been obvious at 

the time the invention was made to a person having ordinary skill in the 

art to which said subject matter pertains. Patentability shall not be 

negatived by the manner in which the invention was made. 

6. Claims 7 and 12-14 are rejected under 35 U.S.C. 103(a) as being unpatentable over Tolz. 
Claim 7: Tolz further doesn't expressly show that the graphical view comprises a 

graphical mapping of transaction prices for the physical commodities over time. 

Tolz does not expressly show that the graphical view as comprising a graphical mapping of 
transaction prices. 

However these differences are only found in the nonfunctional descriptive material and 
are not functionally involved in the steps recited. The collecting and e-mailing steps would be 
performed the same regardless of the data. Thus, this descriptive material will not distinguish 
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the claimed invention from the prior art in terms of patentability, see In re Gulack, 703 F.2d 
1381, 1385, 217 USPQ 401, 404 (Fed. Cir. 1983), In re Lowry, 32 R3d 1579, 32 USPQ2d 1031 
(Fed. Cir. 1994). 

Therefore, it would have been obvious to a person of ordinary skill in the art at the time 
the invention was made to have the graphical view having a graphical mapping of transaction 
prices for the commodities over time because such data does not functionally relate to the 
functions recites in the system claimed and because the subjective interpretation of the data does 
not patentably distinguish the claimed invention. 

Claims 12-14: Tolz teaches a net-work based system for trading physical commodities 
in real-time as per claim 10 as discussed in the foregoing section. Tolz, however fails to teach 
features of claims 12-14 such as rating potential suppliers, setting a time duration of the bid 
remaining open, setting a time duration and specifying a future delivery date of item of 
commodity associated with the bid. 

However, official notice is taken that these features concerning network based auctions 
are old and well known. These features are essential for successful implementation and execution 
of any auction process where physical goods or commodities are being auctioned. For example, 
since in most part the suppliers of goods or commodities are not known to the potential 
purchasers it is extremely useful for the purchasers to know the reliability and reputation of the 
suppliers (i.e. rating of the suppliers). Likewise, it is a basic requirement for an auction manager 
to inform the potential bidders about the duration of any specific commodity being auctioned. It 
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is also essential to a bidder to know whether a commodity being auctioned can be delivered in a 
preferred time frame. 

7. In consideration of the aforementioned benefits of the recited features, it would have been 
obvious to one of ordinary skill in the art to implement these feature in Tolz system. 



The prior art made of record and not relied upon is considered pertinent to applicant's 
disclosure. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to JAGDISH PATEL whose telephone number is (703)308-7837. 
The examiner can normally be reached on 800AM-600PM M-Th. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Vincent Millin can be reached on (703)308-1065. The fax phone number for the 
organization where this application or proceeding is assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 



Conclusion 




(Primary Examiner, AU 3624) 
1 1/29/04 



